UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address; COMMISSIONER OF PATENTS AND TRADEMARKS 




APPLICATION NO^ 

09/541. 765 



r 



Mr'i9i/a9i3 

ALiSY TAMOSHUIMAS 

CORPORATE PATENT COUNSEL U S PHILIPb CUR 
580 WHITE PLAINS ROAD 
TARRYTOWN NY 10591 



ART UNIT 



PAPER NUMBER 



2831 
DATE MAILED: 



09/13/01 



Please find below and/or attached an Offlce communication concerning .his application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 



1- File Copy 



Office Action Summary 



Application No. 
09/541.765 



Examiner 

Eric W Thomas 



>licant(s) 

KLEE ET AL. 
Art Unit 



2831 



Period for Reply EXPIRE 3 MONTH(S) FROM 

- Any reply received by the Office laier u 
earned patent term adjustment. See 3/ rM . 

1)I2SJ H This action IS non-final. . 

2a)!EI This action is FINAL. prosecution as to the merits is 

Disposition of Claims 

Ciaim(s) 1-12 is/are pending in the application. 

4) 12 Claim(s) 7_ H withdrawn from consideration. 
4a) Of the above ciaim(s) is/are wiuiu 

5) D Ciaim(s) . 's/are allowed. 

6) 12 Claim(s) M2 is/are rejected. 
7^n riaim(s) is/are objected to. 

aS C«:SZ:aresu.i.c..o-es.r*na„.,o,e,ec«o„re,uiren,en.. 
Application Papers 

,0)0 T«e dm»ing(s) filed on ^-are^ « ,„ ^ 3,, 37 CFR ,.86(a). 

inn The proposed dravmng correction filed on is. a)U PP 

' , 'approved, c^eddra*9sa»re,ui.d.,e^y.omis0.ceaCo„. 

,20 The oath or declaration is objected to by the Examiner 

T^rn:Ze:i:ro:ali.^-.nprio..y.nder.U.S.^ 

3^155 All b)D Some* 0)0 None of: 

Cer.i„edcopieso,.epr«.ydoc™en«ha.b.n..«^^ 

20 Certmed copies of «.e piiority docun^ents have been ^'^"^^ J ,3„„„„ stage 

3 □ copies of the ce«ed copies ^,^;^^S?^^12^" 

application from the l"<e™Wnal Bureau (PC^ k > ^^^^ 
■ see the attached detailed OffK^ ac«on for a list of the cert, led P 
Acknov-ledgment is made 0. a Cialnn for don^essc priority und^^^^^^^^^ 

" a, □ The transition ofthe '^'^^^Z^l^r:^^^:^^^^^^ 
1 50 Acknovirtedgment Is made of a claim Ibr domestic pno y 

Mlael«nenU») „□ Inlervew Surtimaiv (PTO-M3) Paper No(s)._ 

„g|NC««orlW..enc»C««.(inM«) „ Wceoflnfo— P««AP.>«»»"(PTO.t52, 

a!g«^o.0.al«^r»,.™.«0»^^^^^^^ «□ 0«-: 

3) □ Information Disclosure Statennent(s) ^^'"^^^ 
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ac— es. as .co— In M.P.E.P. 707.04, *e applicants 
...sslono,*ea— ..a.ea8n7..M.:spo,ntc,.n,s1.2Have.een 

amended. Thus, daia,s 1-12 are pending ,n the insUnt application. 



DETAILED ACTION 

Claim Objections 

Claim 2 is objected to because of the following informalities: 

Claim 2, line 19 insert-.-- after "O3". 

Claim 2, line 20 insert-.- after "O3". 

Claim 2, line 21 insert-.- after "O3". 

Claim 2, line 22 insert -.- after "O3". 

Claim 2. line 23 insert-.- after "O3". 

Claim 2, line 24 insert-,- after "O3". 

Claim 2. line 25. insert-,- after "O3". 

5 line 3. the second occurrence of "electrode" is misspelled. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 , c, r 1 12 

The following is a quotation of the second paragraph of 35 U.S.C. 1 . 



claiming 
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. oc 1 1 Q r 1 12 second paragraph, as being 
Claims 2, & 8 are rejected under 35 U.S.C. 112. seco 

,,,,,3.r«n..opa«po.o.andd.«^^^^^ 



combinations of the compounds a) to f) 



applicant regards as the invention. 

Claim 2. line 25. the limitation, "as well as 

with PbTi03" is confusing. 

Claim 8. line 2. "and/or" is confusing. 

Claim Rejections -35 use §102 
T.e,o«ow>n,lsa,uo.«ono,«.eappropr.a.epara,rap.sof35U.S.C.102*at 

,orn,..e.as.,or.hereiectionsunder..ss^lon.ade.n.lsOfr,ceao«on: 

Ape,sonsKallbee«ed.oapa.en.unless- , „ , coun., o, m p.b„c 

^C^L 1. 2, 6, 3.12 are rejected under 3S U.S.C. 102,., as .einp an«c,pa.ed 
Findikogluetal (US 5.538.941). 

.t2 8BC0N0 gteOTRODS 
3 INSULATOR LAYER 




11 StFS^CONDUOTlNe 
ELECTRODE 

4 SUBSTRATE 



Findikoglu et al. disclose in fig.lb. a cai 



pacitor comprising: a carrier substrate (4), 



a first electrode (11) comprising a su 
first surface disposed on a substrate, a 



perconductive metal oxide (see abstract) having a 



dielectric layer (3) having a first surface 
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Regarding ^^^^ ^ ^^ 3 

Regarding claim 6, the carrier substrate can 

H. ,a,n,8 FindiKcgiuetaLdisciosetheciaimedinvention. Although 
Regard,ngc,a,n,8,rn*g^ ^^^^^^^^^ 

"'"::a"t:it.resu.ceotthe.^^^^^^^^^ 

Reaarding claim 9. Findikogluetal. disclose in g 
.J:strate.a.te,e.„deO.— ^^^^ 

--'^^'^^^'"^nrar^^^^^^^^^^ 

--«^«'='^""""""l3„,..ot.hed.,ectHc,aver,ana said dielectric 

etherecHationoccursinthepreamhle. A preamble is generally no. 
weight because the recrtationo ,h» ouroose of a process or the 

accordedanvpatentableweightwhere.n,erelyre«testhepurpose 
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intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa V. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

Regarding claim 10, Findlkoglu et al. disclose a use of a ceramic passive 
component which comprises: a carrier substrate (4), a first electrode (11) comprising a 
superconductive metal oxide (see abstract) having a first surface disposed on a 
substrate, a dielectric layer (3) having a first surface disposed on a second surface of 
the first electrode, a second electrode (12) disposed on a second surface of the 
dielectric layer, and said dielectric comprises a ferroelectric ceramic material with a 
voltage dependent relative dielectric constant (see abstract & col. 3 lines 28-36). 

The recitation "a filter" has not been given patentable weight because the 
recitation occurs in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

Regarding claim 11, Findlkoglu et al. disclose in fig. lb, a delay line (see col. 2 
lines 45-49) comprising: a carrier substrate (4), a first electrode (11) comprising a 
superconductive metal oxide (see abstract) having a first surface disposed on a 
substrate, a dielectric layer (3) having a first surface disposed on a second surface of 
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the first electrode, a second electrode (12) disposed on a second surface of the 
dielectric layer, and said dielectric comprises a ferroelectric ceramic material with a 
voltage dependent relative dielectric constant (see abstract & col. 3 lines 28-36). 

Regarding claim 12, Findikoglu et al. disclose a use of a ceramic passive 
component which comprises: a carrier substrate (4), a first electrode (11) comprising c 
superconductive rneta! oxide (see abstract) having a first surface disposed on a 
substrate, a dielectric layer (3) having a first surface disposed on a second surface of 
the first electrode, a second electrode (12) disposed on a second surface of the 
dielectric layer, and said dielectric comprises a ferroelectric ceramic material with a 
voltage dependent relative dielectric constant (see abstract & col. 3 lines 28-36). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 3-5, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Findikoglu et al (US 5,538,941). 

Findikoglu et al. disclose the claimed invention except for one of the electrodes 
comprises at least first and second electrically conducting layers. It is well known in the 
art to form an electrode having two layers. It would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to form the first electrode 
from first and seconding layers, since it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper 
Co. V. Bemis Co., 193 USPQ 8. 

Regarding claim 4, Findikoglu discloses the claimed invention (see above in 
claim 3), except for the first conducting layer being formed from Titanium. Titanium is a 
well known material used as electrodes in the art. It would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to form the first 
electrically conducting layer from a titanium material, since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 
USPQ 416. 

Regarding claim 5, Findikoglu discloses the claimed invention except for the 
second electrically conducting layer being fomied from a metal . Metal is a well known 
material used as electrodes in the capacitor art. It would have been obvious to a person 
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of ordinary skill in the art at the time the invention was made to form the second 
electrically conducting layer from a metal material, since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 
USPQ416. 

Regarding claim 7, Findikoglu et al disclose the claimed invention except for the 
dielectric being formed from multiple layers. Forming a dielectric from multiple layers is 
well known in the art. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to form the dielectric from multiple layers, since it 
has been held that mere duplication of the essential working parts of a device involves 
only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Response to Arguments 

Applicant's arguments with respect to claims 3-5, 9-10 have been considered but 
are moot in view of the new ground(s) of rejection. 

Applicant's arguments filed 8/17/01 have been fully considered but they are not 
persuasive. 

Pg. 20-21 paragraphs 7, 1 , the statement "the Findikoglu patent the electrode 
having a surface in the substrate is not an electrode comprising a metal or an alloy but 
us an electrode formed from an oxide superconductor" is confusing. The material used 
is a superconducting metal oxide (see abstract). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

6,100,773 - disclose a similar capacitor of the claimed invention of claims 1-12. 

3,569,795 - disclose a capacitor having a dielectric that varies. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric W Thomas whose telephone number is (703) 305- 
0878. The examiner can normally be reached on Mon-Thur & alternating Friday 6:00- 
3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on 703-308-3682. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3432 
for regular communications and (703) 305-1341 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



ewt 




August 27, 2001 



ANTHONY DINKINS 
PRIMARY EXAMINER 



